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Claim Objections 

Claims 6-9 are objected to under 37 CFR 1.75(c) as being in improper form 
because a multiple dependent claim cannot depend from another multiple dependent 
claim. See MPEP § 608.01 (n). Accordingly, these claims have not been further treated 
on the merits. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: , 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 3, and 6-9 are rejected under 35 U.S.C. 112, first paragraph, because 
the Examiner simply cannot properly ascertain the full intended scope of the claims 
given Applicant's usage of the phrase "per se" within the context of describing an 
essential reactant from which the claimed product is derived. 

Claim Analysis 

It shall first be noted that claims 1-9 are product-by-process claims. "Even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process" In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985). Although the product is stated to have been 
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prepared in the presence of a basic catalyst, the reference need not teach this aspect 
provided, of course that an equivalent product is yielded when a non-basic catalyst is 
employed. 

Further, Applicant is advised that, in the Examiner's estimation, a reference need 
not teach a condensation product of an epoxysilane to the exclusion of all other silanes 
for claim 1 , and claims dependent therefrom, to be anticipated. Claim 1 merely 
stipulates that the product is derived from the condensation of a silane bearing an epoxy 
group. Were a reference to, for instance, describe a product derived from the 
polycondensation of an epoxy-functional silane and methyltrimethoxysilane, claim 1 
would still be anticipated insofar as it would still be true that the product was formed by, 
"condensing at least one epoxy group-containing alkoxy silane." 

While the Examiner is of the position that potentially dozens of references could 
be cited against at least claims 1-5 in light of the product-by-process format taken by 
these claims, the Examiner nevertheless attempted to focus the search on the specific 
synthetic approach mentioned in these claims. In general, bases appear to be far less 
commonplace as catalysts for preparing epoxysilane condensates ostensibly because 
hydroxides, amines, etc. are known to ring-open the epoxide ring in addition to 
facilitating polycondenstion, which is often undesirable. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



Application/Control Number: 1 0/542,71 8 Page 4 

Art Unit: 1712 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, 10, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Morrison, U.S. Patent # 5,395,697. Morrison describes a coating composition for 
imparting abrasion resistance to plastic substrates (column 3, lines 39-40) comprising 
the reaction product of an epoxysilane and an amine hardener (column 3, lines 48-56). 
Structural depictions of suitable epoxy-functional silanes are offered in column 4 and 
these descriptions embrace the silanes disclosed in claim 2. Relevant to the present 
discussion, the term "epoxysilane" is said to embrace not only the monomeric 
compounds themselves but also partial hydrolyzates/condensates derived therefrom 
(paragraph bridging columns 3 and 4). Relevant to the present discussion, ammonium 
hydroxide is identified as a preferred condensation catalyst in column 8, lines 49-66 for 
preparing the aforementioned condensates. 

Though not formally included in the Examiner's statement of rejection, Applicant 
is advised that, were they to address the multiple dependency matter summarized 
earlier, claims 6-9 would be considered unpatentable over this reference. 

Claims 1-5 and 10-14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Basil et al., U.S. Patent # 5,693,422. See the paragraph bridging columns 1 and 2, 
column 2, lines 33-61, column 3, lines 7-22, and column 3, lines 33-45. 

Claims 1-5 and 10-13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Crivello, U.S. patent # 6,391 ,999. This rerefence describes the preparation and 
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subsequent polymerization of polysiloxane oligomers bearing functional groups. The 
oligomers adhere to the general formula outlined at the top of column 2 and the 
preferred embodiments of the functional group FG include many containing an epoxide 
ring (columns 3 and 4 and column 5, lines 11-13). The oligomers are prepared 
(paragraph bridging columns 5 and 6) by base-catalyzed hydrolysis/condensation of 
trialkoxysilane bearing a non-hydrolyzable functional group and a second alkoxysilane 
selected from those compounds mentioned in column 6, lines 1 1-27. 

Should Applicant properly address the issue of improper multiple dependency in 
claims 6-9, at least claims 6, 8, and 9 would be considered unpatentable over this 
reference. 

The ISA cites several Japanese documents as being especially germane to the 
presently claimed invention. Of these, only one ( JP 3-47840) clearly seems to outline a 
similar invention in the abstract though this is not an acknowledgement that the others 
are not equally applicable. In any case, they are older Japanese patents for which 
translations are not readily retrievable and, thus, they are not cited as a foundation for 
rejection herein. (Another factor is that they would not serve to reject any more claims 
than those already rejected using the prior art cited supra.) The Examiner will obtain 
detailed translations of these documents if it becomes necessary later. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

May 9, 2007 




